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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: the disclosure refers 
to the claims by numbers and the titles within the specification do not follow standard practice. 
Applicant is required to amend the specification to remove these references and to incorporate 
into the disclosure the subject matter of these claims that is necessary to the understanding of the 
invention. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the "machining station", "the 
compact", must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
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pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Objections 

3. Claim 1 is objected to because of the following informalities: Line 2, "production being 
carried out as" should be "production being carried out at\ Appropriate correction is required. 

4. Claiml6 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. In this instance, claim 16 is directed to the structure of the "blank" 
and does not further limit the structure of the machining station. 

5. Claiml7 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. In this instance, claim 17 is directed to the structure of a "blank" 
and does not include any of the limitations of the process of claim 1 . 



Application/Control Number: 10/551,838 Page 4 

Art Unit: 3722 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. 

For example, Claim 1 has the process of production being carried out by way of a 
machining station (this is shown in figure 1 with the spindle (1) and cutting tool (2)) with the 
process of machining with at least a CAD/CAM station. It is not clear if the machining process is 
claimed in claim 1. Claim 2 has the step of pressing the ceramic material. It appears that the 
"pressing" should be performed prior to the machining. It is not clear what process steps are 
being claimed or the order of the process. Also, in regard to claim 2, it is not clear from the 
disclosure or drawings what is being claimed by the "compact" (see claims 2 and 3). Claim 3, it 
is not clear from the disclosure what is meant by the "outer periphery of the compact is 
cylindrically turned externally." 

It is also noted the claims contain lack of antecedent basis terminology. See claim 15, line 
5 which states "the holding tool". There is insufficient antecedent basis for this limitation in the 
claim. 

All claims will be examined as best understood. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1, 9, 10, 1 1, 14, 15, 16 and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 02/45 6 14A (Filser et al.). 

Since WO 02/456 14A is in a foreign language, all references will be made to the US 
Equivalent US Pat. No. 7,077,391 (Filser et al.). 

Filser teaches a blank of ceramic material prior to final sintering (see col. 1, lines 13-21, 
col. 2, lines 39-41, for example) and a machine that is programmed controlled, or with a copy 
machining, or with the aid of a model pattern (see col. 1, lines 42-45, 61-64, for example); non- 
positive clamping, including a groove in the blank (see col. 3, lines 31-54, for example); the 
blank consists of zirconium oxide (see col. 4, lines 63-65, for example). 

Re claim 16, Examiner notes that the material of the workpiece does not further limit the 
actual structure of the machine tool, but is instead intended use terminology. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

Re claim 17, even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 



Application/Control Number: 10/551,838 Page 6 

Art Unit: 3722 

claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985.) (See MPEP 2113). 

10. Claims 1-3, 11, 14-17 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Pat. Pub. 2002/0155412 (Panzera et al.) 

Panzera teaches it is well known in the art to use a CAD/CAM in the milling of dental 
prostheses with the known process of using ceramic zirconium oxide material that has not been 
subjected to final sintering and is subjected to isostatic pressing (see abstract, paragraphs 0005, 
0010, 0016 and 0020, for example). 

Re claim 16, Examiner notes that the material of the workpiece does not further limit the 
actual structure of the machine tool, but is instead intended use terminology. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

Re claim 17, even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985.) (See MPEP 2113). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-13, 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Filser et al. in view of Panzera et al. 

Filser teaches all aspects as discussed above but does not expressly disclose the 
terminology of CAD/CAM or the well known step of isostatic pressing or the range of the 
diameter of the blank greater than 50mm (claim 4) or greater than 80mm (claim 5) or the 
thickness greater than 10mm or the details of the specific weight of the material. 

Panzera teaches it is well known in the art to use a CAD/CAM in the milling of dental 
prostheses with the known process of using ceramic zirconium oxide material that has not been 
subjected to final sintering and is subjected to isostatic pressing (see abstract, paragraphs 0005, 
0010, 0016 and 0020, for example); and a sintering process carried out at at least 1500°C (see 
paragraph 0035, for example). 

It would be obvious to one of ordinary skill in the art at the time the invention was made 
to modify the generic copy machine that is programmed controlled, or with a copy machining, or 
with the aid of a model pattern with the specific CAD/CAM copy machine as taught by Panzera 
for the purpose of providing a method of manufacturing ceramic dental restoration with 
equipment that is known in the art to provide for optimum positioning and fit of the dental 
restoration (see Panzera paragraph 0002 and 0004). 
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It would have been an obvious mater of design choice to use whatever size blank was 
desired or expedient at the time the invention was made since such a modification would have 
involved a mere change in the size of a component. A change in size is generally recognized as 
being within the level of ordinary skill in the art. In this instance, the actual size of the blank 
does not provide for a specific limitation in the process, but instead provides for a size of the 
blank to be used based on the size of the dental prostheses being machined. There is nothing 
limiting in the method that would prevent the machining of the blank by Applicant down to the 
size that is claimed by Filser (see Filser col. 2, lines 64-67, for example) and as such does not 
provide for an inventive step in the machining process. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use whatever material was desired or expedient at the time the invention 
was made with whatever specific weight was desired or expedient based on the material required 
since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 
In this instance, the prior art expressly discloses the use of non-final sintering of zirconium oxide 
which is the same material of Applicant's claimed invention. Though Filser does not expressly 
disclose the hardening below the absolute specific weight (weight per unit volume) it would be 
obvious to modify Filser to include hardening below the absolute specific weight for the purpose 
of providing a blank of a particular hardness. 

Furthermore, where a claimed improvement on a device or apparatus is no more than "the 
simple substitution of one known element for another or the mere application of a known 
technique to a piece of prior art ready for improvement," the claim is unpatentable under 35 
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U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BP AI, 2007) (citing KSR v. 
Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant claims 
a combination that only unites old elements with no change in the respective functions of those 
old elements, and the combination of those elements yields predictable results; absent evidence 
that the modifications necessary to effect the combination of elements is uniquely challenging or 
difficult for one of ordinary skill in the art, the claim is unpatentable as obvious under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 
82 USPQ2d atl396. Accordingly, since the applicants] have submitted no persuasive evidence 
that the combination of the above elements is uniquely challenging or difficult for one of 
ordinary skill in the art, the claim is unpatentable as obvious under 35 U.S.C. 103(a) because it is 
no more than the predictable use of prior art elements according to their established functions 
resulting in the simple substitution of one known element for another or the mere application of a 
known technique to a piece of prior art ready for improvement. 

13. Claims 4-8, 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Panzera et al. 

Panzera teaches all aspects as discussed in the above rejection but does not expressly 
disclose a range of the diameter of the blank greater than 50mm (claim 4) or greater than 80mm 
(claim 5) or the thickness greater than 10mm. 

Panzera teaches cutting the material into large uniaxially pressed plates of 1 inch (approx 
25mm) into blocks. 

It would have been an obvious mater of design choice to use whatever size blank was 
desired or expedient at the time the invention was made since such a modification would have 
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involved a mere change in the size of a component. A change in size is generally recognized as 
being within the level of ordinary skill in the art. In this instance, the actual size of the blank 
does not provide for a specific limitation in the process, but instead provides for a size of the 
blank to be used based on the size of the dental prostheses being machined. There is nothing 
limiting in the method that would prevent the machining of the blank by Applicant down to the 
size that is claimed by Panzera and as such does not provide for an inventive step in the 
machining process. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use whatever material was desired or expedient at the time the invention 
was made with whatever specific weight was desired or expedient based on the material required 
since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 
In this instance, the prior art expressly discloses the use of non-final sintering of zirconium oxide 
which is the same material of Applicant's claimed invention. Though Panzera does not expressly 
disclose the hardening below the absolute specific weight (weight per unit volume) it would be 
obvious to modify Panzera to include hardening below the absolute specific weight for the 
purpose of providing a blank of a particular hardness. 

It would also be obvious to one having ordinary skill in the art at the time the invention 
was made to carry out the final sintering process at at least 1500°C for a period of roughly 16 
hours since it has been held that discovering the optimum value of a result effective variable 
involves only routine skill in the art. 
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Furthermore, where a claimed improvement on a device or apparatus is no more than "the 
simple substitution of one known element for another or the mere application of a known 
technique to a piece of prior art ready for improvement," the claim is unpatentable under 35 
U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BP AI, 2007) (citing KSR v. 
Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant claims 
a combination that only unites old elements with no change in the respective functions of those 
old elements, and the combination of those elements yields predictable results; absent evidence 
that the modifications necessary to effect the combination of elements is uniquely challenging or 
difficult for one of ordinary skill in the art, the claim is unpatentable as obvious under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 
82 USPQ2d atl396. Accordingly, since the applicants] have submitted no persuasive evidence 
that the combination of the above elements is uniquely challenging or difficult for one of 
ordinary skill in the art, the claim is unpatentable as obvious under 35 U.S.C. 103(a) because it is 
no more than the predictable use of prior art elements according to their established functions 
resulting in the simple substitution of one known element for another or the mere application of a 
known technique to a piece of prior art ready for improvement. 

14. Claims 9, 10, 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Panzera et al in view of Filser et al. 

Panzera teaches it is well known in the art to use a CAD/CAM in the milling of dental 
prostheses with the known process of using ceramic zirconium oxide material that has not been 
subjected to final sintering and is subjected to isostatic pressing (see abstract, paragraphs 0005, 
0010, 0016 and 0020, for example). 
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Panzera does not disclose the non-positive clamping. 

Filser teaches it is well known in the art to hold a blank with a non-positive clamp (see 
figure 1, for example). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the generic blank clamp of Panzera to use the specific non- 
positive clamp as taught by Filser for the purpose of providing a frame that only covers a small 
part of the surface of the blank (see Filser, Abstract). 
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Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dana Ross/ 

Primary Examiner, Art Unit 3722 



